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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 26 December 2007 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-3.5-10. 12. 13 and 16-18 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1-3.5-10.12 and 13 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 
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10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 
Election/Restrictions 

Claims 16-18 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without fraverse in the reply filed on March 7, 2005. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 5-10, 12, and 13 are rejected under 35 U.S.C. 103(a) as being obvious over 
Nakai et al. (US PGPub 2003/0168679, hereinafter Nakai) in view of Tanigawa (US Pat. 
6,784,014). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
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application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing that the 
reference is disquahfied under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Regarding claims 1 and 12, Figure 4 of Nakai discloses a light input/output portion 
provided in an upper portion of a semiconductor substrate 31, the light input/output portion 
having an opening region for light associated to the light input/output portion to pass through, the 
opening region having a central axis and being bounded by a light shielding layer 39; a 
transparent film 40 covering and contacting the opening region, said transparent layer having an 
upper surface opposite the opening region; and an interlayer lens 45 provided on the transparent 
film, the interlayer lens positioned such that an optical axis of the interlayer lens is aligned with 
the central axis of the opening region, so that the optical axis of the interlayer lens and the central 
axis of the opening region are parallel and matched, wherein the light shielding layer is 
asymmetric with respect to the central axis of the opening region, as viewed fi-om a cross-section 
of the semiconductor apparatus, said central axis being perpendicular to the surface of the 
semiconductor substrate. Regarding claim 12, the above device must be made by the claimed 
method. 

Nakai does not disclose said upper surface (of the transparent film) has a concave region 
formed therein above the opening region. Figure 3B of Tanigawa discloses a light receiving 
device with a transparent film 7 covering and contacting an opening region, wherein the upper 
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surface of the transparent film has a concave region; and an interlayer lens 8 formed in the 
concave region. 

In view of such teaching, it would have been obvious to the ordinary artisan at the time 
the invention was made to modify the invention of Nakai by using the transparent film/lens 
structure as taught by Tanigawa for the purpose of producing a lens with a smaller curvature (see 
col. 5, lines 23-26 of Tanigawa). 

Regarding claims 2 and 13, Figure 4 of Nakai discloses the light input/output portion 
includes a hght-receiving portion for receiving light. 

Regarding claim 3, Figure 4 of Nakai discloses the transparent film 40 is provided with 
step portions so as to provide said upper region, and the concaved portion covers the opening 
region. 

Regarding claims 5 and 6, Nakai discloses the transparent film 40 is formed of BPSG 
(silicon oxide with boron and phosphorous) (paragraph [0045]) and the lens layer is formed of 
silicon nitride (paragraph [0049]). Therefore, the refractive index of the transparent film is 
inherently lower than the refractive index of the interlayer lens (refractive index of BPSG is 
lower than that of silicon nitride). 

Regarding claim 7, Nakai does not specifically disclose the transparent film includes an 
organic high polymer film. However, it would have been obvious to use an organic high 
polymer film for the purpose of selecting an equivalent material known to be used for the same 
purpose. Further, it would have been obvious to use an organic high polymer film since it has 
been held that the selection of a known material based on its suitability for its intended use 
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supported a prima facie obviousness determination in Sinclair & Carroll Co. v. Intercheniical 
Corp., 325 U.S. 327, 65 USPQ 297 (1945). 

Regarding claim 8, the limitation "the transparent film is formed by patterning using 
selective etching" is merely a product-by-process limitation that does not structurally distinguish 
the claimed invention over the prior art. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process. In re Thorpe, 227 USPQ 964, 966. 

Regarding claim 9, the limitation "the transparent film is formed by a thermal process 
after the patterning" is merely a product-by-process limitation that does not structurally 
distinguish the claimed invention over the prior art. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the same 
as or obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process. In re Thorpe, 111 USPQ 964, 966. 

Regarding claim 10, Figiire 4 of Nakai discloses a transfer channel 34 provided so as to 
have a predetermined space from the light input/output portion; a first insulating film 36 
provided on the semiconductor substrate, the light input/output portion, and the transfer channel; 
a transfer electrode 37 provided so as to oppose the transfer channel via the insulating film; and a 
second insulating film 38 provided with an opening for exposing the opening region of the light 
input/output portion and in which step portions are produced by covering the fransfer elecfrode. 
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Response to Arguments 
Applicant's arguments with respect to the pending claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew C. Landau whose telephone number is 571-272-173 1 . 
The examiner can normally be reached on 9:00AM - 5:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ken Parker can be reached on 571-272-2298. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Matthew C. Landau/ 

Primary Examiner, Art Unit 2815 



